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Set. 

Amendment dued Janiwy l T. 2005 



(a) 
(b) 



(d) 



1) QiimmMv of P r^ATiirinn To Date 

Claims 1 to 56 were pending in this case. By an Office Action of October 15, 2004: 

Claims 1. 3. 4, 7 - 13, 15, 18 - 25, 45, and 51 - 53 have beta rejected under 35 
USC 1 02 as being anticipated by US Patent 6,470,808 of Clark. 
Claims 2, 5, 6, 14, and 26 - 30 have been rejected under 35 USC 103 as being 
obvious given US Patent 6.470.808 of Clark, 
(c) Claims31 -40 have been rejected under 35 USC 103givenUSPatent6,470,808of 
Clark in light of US Patent 4,951,575 of Doroinguez et al. 
Claims 15, 16. 41 -44, and 46- 50 have been identified as being allowable if re- 
written in independent form; 

(e) Claims 54, 55 and 56 have been allowed; 

(f) rejections under 35 USC 1 12 have been raised against chums 5, 6, and 38; and 

(g) objections of a typographical nature were made to claims 15 and 28. 

2) In the interests of brevity, in large measure statements of the law with respect to 35 USC 
102 and 35 USC 103 have been omitted from this response. If this is unsatisfectory to the 
Examiner, the Applicant will gladly provide supporting statementsof>wmmecustomarynianner. 

3 ) Q h jeetions to Cinime 1 5 and 2 ft ; J t ^on of Claim 38 Under 35 USC 1 12 

Chum 1 5 has been amended to delete the period in line 1 as requested in the Office Action. 
Claim 28 has been amended to delete "claim I" and to insert claim 1 - instead. 
Claim 38 has been amended as suggested by the Examiner. 

4) Bdsa jonJUndg M V^.m-CfaimSaiidttaiinfi- AAF Plato C and AAR Plate F 

Objection as been made the use of the "AAR plate C" and "AAR Plate F" designations. 
The Office Action contends that the AAR Plate profiles are industry standards mat are subject to 
change over time, and are therefore boundless. The Applicant respectfully disagrees. 
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So. No. l_. 

Amendment Jtfed Janaiy 17. 2005 

First, the reference to AAR plate 'C' is claim language that hasprcviously been allowed 
by the Commissioner in claim 14 of U.S. PatentNo. 6,237,506 and claim 15 of U.S. Patent No. 
6,709,207. The Applicant submits that claim language allowed in that case is also allowable in 
this case. 

Second, the Commissioner bears the onus of providing an objective source of support for 
the contention that AAR Plate C or Plate F (or any of the other Plate sizes) is subject to change 
over time. No such support has been provided. As far as the Applicant is aware, there does not 
seem ever to have been a change in 'Plate C, 'Plate F' or any of the other AAR plate sizes. As 
fer as the applicant is aware, the various plate designations are understood to be permanent. In 
that light, the Applicant submits mat the Commissioner has not established grounds supporting 
the rejections of claims 5 and 6 under 35 USC 1 12. 

Thirdly, even if the AAR Plate C or Plate F profiles were to (mange from time to time as 
the rejection suggests, the meaning of a patent claim is to be interpreted according to the state of 
the art or tests, standards or measurements established in the art as of the claim date: Quantum 
Corporation v. Rodime PLC. 851 F. Supp. 1382 ( "the meaning which the inventor gives to his 
words can not be made to depend upon subsequent events, but should appear when the 
application is fled"). Therefore, the meaning of the AAR Plate C and PlateF profiles as defined 
on the claim date are fixed. Consequently, theapplicant again submits that the Examiner has not 
established a ground of rejection under 35 USC 1 12 with respect to claim 1 or claim 30. 

The applicant has enclosed a photocopies of 'Plate C* and 'PlateF', from p.76 et seq., of 
the 1980 Car and Locomotive Cyclopedia, (Sirnmons-Boardman, Omaha, 1980) for the 
Examiner's convenience. Also enclosed is a copy of page 73 of the 1980 Cyclopedia indicating 
the 98 inch vertical limit on the center of gravity relative to top of rail. 

The applicant submits that both « AAR Plate C and * AAR Plate F* are clearly defined, 
and are well known to persons skilled in the art. The whole point of having the AAR establish 
Plate sizes is so that people skilled in the art can employ commonly understood standards. The 
applicant therefore requests that the rejection under 35 USC 1 12 be withdrawn. 
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5) flections Under 3 j HS£ =H3 P*"* 6, 470,808 of Cl«k 

Moftb* rejections inthe Office Action, vyhether under 35USC 102 or35USC 103 rely on 
US Patent 6,470,808 of Clark as either die only or the principal reference. 

In the reasons presented concerning rejections under 3 5 USC 1 02, theOffice Action states: 
"Clark ctal., disclose the same center beam railroad car as claimed, as shown in Figures 1 - 
13, that is compn^d of deck structure 

and second end portions, said first and second end portions being stepped upwardly relative to said 

medial portion where at least one of said first and second end portions of said deck structure is 

stepped upwardly relative to said medial portion by a distance of at least 30 inches, as described in 
lines 55-61 of column 4, for accommodating bundles of wood products." (Portions omitted for 
brevity). 

6) Relations Under IS T ISC 1 03 - T, IS Patent 6. 470.808 of Clark 

In the reasons presented concerning rejections under 3 5 USC 103, theOfifice Action states: 

"Clark et al., as set forth above, discloses all of the features claimed;except for the use of 
end portions that are stepped upwardly from a medial portion by a distance of about 33 5/8 inches, 
end bulkhead assemblies with a height exceeding AAR Plate C, ... [and other features J ... 

•The use of end portions of a deck structure on a railroad car that are stepped upwardly from 
a medial portionbe a distance of about 33 5/8 inches, ead bulkheads with a beigbt exceeding AAR 
Plate C, ... I and the other features] . . . would all be considered by one of o«dihary skill in the art to 
be design choices based upon the desired load to be carried by said railroad car, and the required 
size of said railroad car in order for it to support the desired load." (Statement abridged). 

"Therefore, it would have been obvious to one of ordinary skill in the ait at the time of the 
invention, to utilize the design choices as described above in combination with the center beam 
railroad car as disclosed by Clark et tsl.Jor the purpose of providing a center Beam railroad car that 
is capable of carrying greater sized loads.'" (Emphasis added). 

7) n T 1 Y <> nn» entflTv with Rc acect to the Clark Reference - "Design Choice" 

The commentary in the Office Action raises several issues to which the Applicant makes 
response herein. As a first point, the commentary supporting a number ofthe rejections under 35 
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USC 103, in implicitly admitting that flic art of record does not show various claim. features, seeks 
to overcome this deficiency by raising the issue of "design choice". 

As a preliminary matter, the applicant denies that (he modification is a "design choice", 
but rather a modification that may facilitate loading and unloading of the cars. The Applicant 
submits that 

(a) even where the issue does arise, "mere design choice", standuig by itself; is not a 
sufficient basis for rejection of a claim, but rather, to support the rejection, under the 
requirements of MPE? 2142, it is a necessary prerequisite that (i) the objective evidence of 
record must show the pertinent underlying feature from which die claimed invention is alleged to 
be a variation or mere design choice, and (ii) the prior art must still be shown to have "fairly 
suggested the desirability" of making the modification that is alleged to be a "design choice", 
(See In re Chu, 36 USPQ (2d) 1089 at 1094, (CAFC, 1995)); and 

(b) even if the concept of "design choice" were otherwise established as a ground for 
rejection, that would still not overcome a teaching in the reference, or references, as may be, 
against the modification, That is to say, the Applicant submits that, as an issue of law, if the art 
or record teaches against the modification, die issue of "design choice" does not arise. 

Specifically, the Applicant respectfully submits that: 

(1) the use of a step of at least 30 inches, or of 33 5/8 inches, or such other feature 
against which this rationale is raised at present, is not merely a matter of design choice; 

(2) "design choice" is not, by itself, sufficient to found a rejection; and 

(3) even if Clark et al., may vaguely, or passingly, mention a feature, that alone is 
insufficient to ground the rejection unless Clark et aL, also provided an enabling description such 
as to permit a person skilled in the art to practice the invention. 

The argument below discusses (a) whether Clark, (or the other reference, Dominguez) 
provides an enabling description of the various features asserted in the Office Action; and (b) 
whether Clark, (and the other reference, Dominguez) teach against the modification or 
combination proposed in the rejection. 

8) Clark -Desire s and Objectives 
(a) Quotation in Office Action 
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The Office Action alleges that Clark et al., describe a deck structure that is "stepped 
upwardlyrelatrvetosaidmediri 
-61 of column 4." 

The Applicant respectfully disagrees. 
Clark says (at col. 4, lines 55 - 61): 

•Hie center section may be depressed by any desired dimension, subject to clearance 
limitations and other practical constraints. In some embodiments, the center section 40 is 
^^^I6in. to acconmicdatebmdlescf engineered l ^ 
In omer embodiments a 1 9 in ^pre^on may be employed. Instill other embodiments, the depth 
of the depression is 30 in." (Emphasis added). 

As may be noted, while Clark says that the "depression" is 30 inches in "still other 
embodiments", the Applicantrespecttully submits that Clark doesn't actually show, describe, or 
explain how any such embodiment would be built Clark is a bit coy on this, or perhaps did not 
fully think through whether such a car could be built according to the disclosure provided. 
Interestingly, Clark does state that any "desired dimension" may be used, "subject to clearance 
limitations". (Emphasis added). 

This is not a trivial qualification. 



(b) A Desideratum is not an Anticipation 

The applicant notes that under both 35 USC 102and35USC 103, the art upon which the 
rejectionrelies must be enabling, such that aperson skilled in the art would be possessed of the 
invention, either because he or she is given an enabling description of the invention in its entirety 
in a single reference, under 35 USC 102; or. because, if a reference is modified, or if two 
references are combined, under 35 USC 103, then the person of ordinary skill in the art wouldbe 
possessed of the invention sufficiently well to practice it For example, an inventor's disclosure 
may assert that the inventor has invented a -death ray". It may be that the "disclosure" is no 
more than the statement of a desire, or the posing of a problem that awaits a solution by a 
subsequent inventor. Without an enabling disclosure, an invention is neither patentable nor is 
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describing a device that may permit a person skilled in the art to practice Ihe invention. The 
prior art reference must be enabling, thus pUc ing the allegedly disclosed matter in the possession 
of the public- Akzo N.V. v International Trade Commission, 1 USPQ2d 1241. 1245 (CAFC, 
1986) 

As will be discussed below, it appears that Clark does not provide aii enabling disclosure 
for these "other embodiments". On the contrary, where Clark suggests "still other embodiments 0 
the Applicant respectfully submits that Clark is, at best, doing nothing more than giving a 
desideratum for which Clark has not provided an enabling disclosure. Desiderata are not 
sufficient to form the basis of a rejection, whether under 35 USC 102 or under 35 USC 103. 

In this regard, the Applicant requests that the Commissioner consider some of Clark's 
other comments. 

(i) In the Clark Abstract, Clark speaks of: 

"A center beam railcar that has increasedvolume capacity and versatility. . (Emphasis 

added). 

(ii) Clark, col. 1, lines 17-23: 

"First, the usable volume capacity of the center beam car is often reached before the car's 
weight capacity is reached. This results in inefficiency, in that weight carrying capacity of the 
car is not fully utilized. One of the objects of the invention is to provide a center beam car 
having capacity to cany loads of increased volume" (Emphasis added). 

(iii) C!ark,coLl.lines51-S3: 

"The invention provides a center beam railcar that addresses the above concerns without 
unduly increasing the weight or expense of manufacturing the car. Hie railcar of the inventor 
preferably provides increased volume capacity . (Emphasis added), 

(iv) Clark, col. 2, lines 12-14: 

** To further increase the volume of lading that can be carried, the railcar preferably has a 
depressed central portion." (Emphasis added). 

(v) Clark, col 4, lines 41 - 42: 

"To increase the volume of lading that can be accommodated ..." (Emphasis added). 
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(vi) Claric, col. 4, lines 62-67: 

"Where products of varying densities arc to be shipped, to facilitate maintaining a 
sufficiently law center of gravity for the car when fully loaded, products of higher density such as 
LVL may be loaded in the depression, with products of relatively lower density such as 
engineered wood products being loaded thereabove" (Emphasis added). 

(c) Clark desired increased v olumetric capacity 

From the first five of these statements, the Applicant respectfully submits that a person 
skilled in the art would clearly understand that Clark wanted to Increase the volumetric capacity 
of the car. The Applicant further submits that one thing a person skilled in the art would 
understand that Clark did not want was to decrease the volumetric capacity of the car. 

(d) Clark desired a low Center of Gravity 

It is clear from hem (vi), above, that Clark was sensitive to the center of grarvity issue. A 
fully laden center beam car is presently permitted to have a center of gravity no higher than 98 
inches above Top of Rail. Clark does not discuss this at length, but we know from US P 
4,951,575 of Dominguez ct al» (also cited in this case) that ride quality is thought to vary 
inversely with the height of the center of gravity of the laden car. The Applicant respectfully 
submits that a person skilled in the art, on a fair reading of Clark's commentary, would 
understand Clark was concerned about a high center of gravity, and would understand Clark's 
commentary to be a warning against raising the center of gravity. 

9) US P 4.951,575 - Dominguez* Commentary 

Dominguez stated that he sought a car the had increased volumetric capacity and a 
reduced center of gravity height. Dominguez says: 

(i) Dominguez Col. I, lines 64 - col. 2, line 2: 

"Further, the high center of gravity of the loaded car in the prior art produces relatively 
poor track worthiness and ride stability. Therefore it is desirable to provide center beam/center 
partition cars that not only provide greater efficiency, but also demonstrate greater stability 
during loading/unloading and when being transported." 
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(ii) Dominguez Col 2, lines 5-8: 

"It is therefore an objective of the present invention to provide an improved center beam 
flat car of depressed center design demonstrating enhanced operating efficiency and greater 
stability in use." 

(iii) Dominguez Col. 2. lines 21 - 27: 

'The depressed loading area of the depressed center beam car herein disclosed also 
significantly increases the available volumetric capacity for loading modules and also 
substantially lowers the center of gravity of empty and fully loaded cars. The car of the 
invention is designed within the AAR Plate C clearance diagram." 

(iv) Dominguez Col. 2, lines 36 - 49 (abridged): 

"The depressed section for carrying loads thus results in additional carrying capacity ... It 
is also estimated that the incorporation of the depressed floor section of the invention will 
decrease the loaded car center of gravity in the range often to fourteen niches. The reduced 
center of gravity decreases the probability of the car tipping over during the loading / unloading 
cycles and significantly improves the track worthiness and ride stability of the car." 

10) Conclusions based on Clark and Doming uez Commentary 

Thus we can conclude that, whether from Clark et al., or from Dominguez et al. 3 a person 
skilled in the art would understand: 

(a) that it is desirable to increase the volumetric lading capacity of the car; and 

(b) that it is not desirable to raise the center of gravity. 

The Applicant therefore submits that a person of ordinary skill in the art would seek to 
achieve (a), and would also seek to avoid (b). 

Hie Applicant notes that the Office Action itself contains a similar assumption in 
positing that; "Therefore it would have been obvious to one of ordinary skill in the art at the time 
of invention to utilize the design choices as described above [i.e., in die Office Action] in 
combination with the center beam railroad car as disclosed by Clark et al.,/or the purpose of 
providing a center beam railroad car that is capable of carrying greater sized loads." 
(Emphasis added). 
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11) r.j fflk and D otniTuniea te»^ «<*rfw<fl tha rejections. 

i) fnffi'fflnp TvComments 

For completeness in setting forth the underlying assumptions, it may be noted that the 
Plate F clearance diagram is the same as the Plate C clearance diagram exceptmat Plate F allows 
greaterverticalheight In tennsoftheundcrfiame clearance envelope, theyare identical. Thus, 
all other Mo p\^^tc*h*te&lDte^V)W^*^^ to ^* ti 0** ■ 
center of gravity as laden than an identical car loaded only to the Plate C limit. 

Both Clark and Dominguez desired to increase the volumetric capacity of the car, and 
both were concerned about the center of gravity. It is reasonable to assume thatifthey had been 
capable of obtaining a lower center of gravity, they would have done so. In that regard, the 
Applicant now repeats, in large measure, an argument previously made in the parent application 
from which this case is a continuation. 

In this case, the Applicant submits that both Doininguez and Clark teach against the 

modification. 

How do we know this ? 

Because Dominguez and Clark tell us, as quoted above in sections (8) and (9). 

Doininguez stated two objectives: (i) enhanced operating efficiency; and (ii) greater 
stability in use. Accordingly, (i) Dominguez seeks to enhance operating efficiency by 
increasing the volumetric capacity of the car, and (ii) Dominguez seeks to improve track 
worthiness and ride stability by lowering the center of gravity of the laden (and unladen) car. 

Clark also seeks to increase the volumetric capacity of the car, and we know that Clark 
has qualified this objective (a) by stating that it is "subject to clearance limitations; and (b) by 
noting the Center of Gravity issue. 

£1) How is the Ste p Hrf aht Determined? 

For the purpose of assisting in this discussion, the Applicant has enclosed a copy of 
"Explanatory Sketch No. 1". 
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The step height S is determined by subtracting the height of the lower deck (Klow) from 
the height of the upper deck (Huma), both heights being measured relative to the common 
datum of Top of Rail. Arithmetically, 6 - Hum* - Hu> w . 

It is mathematically inescapable that to increase 8, one must either (a) lower the lower 
deck; (b) raise the upper deck; or (c) both (a) and (b). If the lower deck cannot go any lower, 
then it is equally inescapable that to increase step height, the end deck portion must be raised. 

HI) How big is the step? 

Dominguez tells us that the mid-portion of his deck is 14 - 1 8 inches lower than the end 
portions (col. 4, line 35). Clark says in three places that the depth is 16 inches to accommodate a 
1 SYi" height bundle (Abstract, Col. 2, lines 24-28, Col 4, lines 57-59). This is credible, in view 
of Dominguez" similar statement In one place (Col. 4, lines 59-60) Clark suggests a 19" 
depression. This is not necessarily improbable given that Dominguez* range of 14-1 8 inches is 
comparable. Further, in general proportion, Clark's illustrations indicate that Clark's step height 
is broadly comparable to Dominguez* step height 

IV) Could Dominguez' mid-portion or Clark's mid-portion have bee n lower? 

If Dominguez said that he wanted to lower the center of gravity, and wanted to increase 
payload efficiency and volumetric capacity, the only reasonable inference is that he did his best 
to achieve those results. Similar commentary would apply to Clark. 

To obtain the step height of at least 30 inches, without raising the end deck portions of 
the car would mean that Dominguez or Clark would have bad to drop the center portion of the 
deck at least 12 inches more than the 18 inches Dominguez indicates. A depression of this 
m ag nitude would be substantially greater than the step height that appears to be shown in Clark's 
illustrations, and which appears to be generally consistent with Dominguez* step height It is not 
reasonable to assume that although Dominguez expressed a desire to lower the C of G of the car, 
nonetheless Dominguez was so poor an Engineer that he missed by at least 12". 

Given Dominguez' stated objectives and Clark's commentary, the only reasonable 
inference is that if either Dominguez or Clark could have made the deck lower to reduce the 
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height of the C of G or to increase lading capacity, they would have. Therefore, the applicant 
submits that a person skilled in the art, reading either Dominguez or Clark, would reasonably 
infer that the central portions of their decks were about as low as they could get them. The Office 
Action commentary does not point to anything in Dominguez or Clark that suggests otherwise. 

Put conversely, why would either Dominguez or Clark have left the center of gravity any 
higher than it needed to be? To do so would have been contrary to Dominguez 9 stated desires, 
and apparently contrary to Clark's commentary. 

VI) Does Clark Show or Describ e a 30" Depression*! 

The Applicant notes that the difference in step height between claim 1 , for example, and 
the step height indicated in Dominguez is not a relatively minor amount of 1/8", or 1/2", or even 
1" in depth, such as might perhaps be squeezed out of a design by shaving dimensions here and 
there and by which an assertion of a 19" step height might be credible. For a 30" step height the 
difference over Dominguez (12+" - 16+") is almost as large again as the step height actually 
described by Dominguez (14" - 18"). This is not a trivial amount 

Both Dominguez* and Clark's end decks have heights iMt roughly wrrespond to the top 
of the coupler pocket (see Figure 1 of Dominguez and Figure 1 or Figure 9 of Clark). In an 
unladen car with new wheels this might yield adeck height of about 41 -42". The car body must 
be at least 2-3/4" clear of TOR. Spring deflection would be about 2 to 2-3/ff* (+A) from the light 
car (empty) condition to the fully loaded condition. With 50 % reserve travel, based on a static 
deflection of the springs for a 63,000 lb car of X A - 5/8" (+/-), this yields about 3 1/4" for spring 
travel. Subtracting, 42 - 33 5/8 -2 3/4-3 1/4 « about 254". This is the height remaining for the 
depth of the deck, side sills, and cross-bearers, before allowance for (a) sweep on curves, (b) the 
narrowing of the underframe clearance envelope; and (c) structural deflection under load 

It may be helpful to consider Clark Figure 2, or Clark Figure 6. In these illustrations, in 
which much of the height of the upper section of the center beam is omitted, the Plate F 
clearance template is shown as 60. Clark refers to a "depression" of 30 inches, the "depression" 
being the distance by which the central deck portion is dropped relative to the customary end 
deck portion height But can Clark's deck be depressed 30 inches ? Reading Clark's disclosure 
as a whole, is this a credible assertion ? 
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dark Figures 1, 5 and 9 appear to show a conventional draft sill, riraning pretty much 
flush with the end deck portions, just clearing the trucks. Given that the maximum coupler 
height centerline is 34 inches, by rule, that the notch in the AAR underftame envelope is 1* - 3" 
above Top of Rail, that the first inward bend in the underftame profile is at 3* - 4", and given 
that Clark's cross-bearers cannot have a negative vertical height, it is fairly easy to understand 
that the cars illustrated by Clark have depressions of well less than 30 inches. 

From Clark's depiction of the clearance envelope, it appears that Clark may be 
illustrating a 15 or 16" depression in figures 2 and 6. Nonetheless, in the depressed deck 
portion, Clark's cross-bearers, side sUls, and deck are already at, or very close to, the AAR 
underftame envelope. Even supposing that the depression illustrated is 19", rather than (he 15" 
or 16" that appears to be illustrated, how, and where, is Clark going to find the vertical clearance 
to push the deck down a further 1 1 inches to obtain a 30" (let alone 33 V) depression (a) 
without losing so much deck width mat the 48 - 5 1 inch bundle width requirement is not met; 
and (b) without the cross-bearers extending grossly outside the AAR underftame envelope ? 
Clark does not say. this is not a tjivial engineering problem. 

The Applicant respectfully submits that to obtain a 30" step Qst alone a 33 5 /»" step) it 
appears that it would be necessary to raise the end deck portions, and by quite a fair bit 
Squeezing dimensions by an inch or two is not going to be enough. If such a raised end deck 
feature were shown, it would be clearly noticeable in the illustrations of Clark or Dorningucz. 
Clark speaks only of a "depression". There is no indication anywhere in Clark of anything 
suggesting the raising of the end deck height beyond a height generally comparable to that which 
might customarily be expected. 

Therefore, with respect to the rejections under 35 USC 102 based on Clark alone, the 
Applicant respectfully submits that Clark does not actually show or describe a railroad car 
havinga30 depression, let alone a step oftnore than 30 inches. On the contrary, it may be that 



a 




of the depression is 30 in.", might perhaps have been too lightly considered, if not, indeed, 
somewhat misleading, or that it might perhaps hold out a promise that is neither fully explained 
nor fulfilled. More charitably, perhaps it merely expresses a desideratum. 

In any case, Clark's disclosure does not actually show or describe the feature, and clearly 
does not place a person skilled in the art in possession of the invention. The Applicant 
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respectfully submits that the Clark reference therefore does not satisfy the test for anticipation, 
and does not provide a sufficient basis to found a rejection under 35 USC 102. 

VII) 35 USC 103 - Suggestion, mo tivation or incentive: Raising the end deck portions 

Given that Clark does not show or describe a 30 inch "depression", is there anything in 
either Clark or Domingucz that shows, describes or suggests, raising the end deck portions to 
achieve a 30 inch step height ? 

The Applicant respectftdly submits that the answer to this question can be found by 
considering whether raising the end deck portions would conform to the objectives of Clark and 
Dominguez, quoted above in (8) and (9). In that regard, the Applicant has provided a sketch for 
the Examiner's convenience, labelled "Explanatory Sketch No. l n . 



(i) Concerning Center of Gravity 



Consider two possibilities: either (a) the same lading is carried oh the first end deck 
portion as on the second end deck portion; or (b) both end deck portions are jammed full. Note 
that, in both cases, the height of the middle portion of the deck is the same, Hlow, measured from 
the reference datum of Top of Rail. The heights of the upper decks are identified as Hu^mi, or 
H vmt a, for a first car with an end deck at the usual height, and for a second car with a raised end 
deck. The step heights are defined as follows: 

5| » Humtt - Hxjow and &j m Hupfew, - Hlow 

If the end deck step height is increased, from 5j on the right hand side of the sketch, to 82 
on the left hand side of the sketch, it can be seen that the remaining available lading height 

Shrinks from HavaOabld tO H aV ft0abi€2. 

(a) Ffat PQSSMfty; Kfflg Qn each decfc 



Sketch No. 1 shows two identical rectangles in phantom lines, each having a depth 'D' 
and a width 4 W\ It is clear from the illustration that the center of gravity Ca of the rectangle on 
the left hand side is higher than the center of gravity Q on the right hand side, by the amount of 
the difference in step heights, 82 - 5j. Therefore, even assuming that die rest of the car is laded 
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exactly as before, (i) the center of gravity of the second rectangle must be higher than the center 
of gravity of the second rectangle, and therefore 00 the overall center of gravity of the lading on 
the entire car is now higher than it was by some increment Note that this will be true, whatever 
dimensions are chosen for *D* and *W within the available lading envelope. 

(b) Swond possibility; froth focte immi M to capacity 

Now suppose that both the right hand and left hand decks are jammed full over their 
entire available loading heights, H*v*u*bU! and BavtutM^r respectively. In this case, the center of 
gravity of the load on the left hand end deck is O2, and the center of gravity of the load on the 
right hand end deck is 0 1 . O* lies at a greater height than Oi . The arithmetic difference in height 
is equal to one half of the difference between Si and S|. 

The Examiner may note that the end deck portion now carries less lading. But the overall 
C of G of the entire load will have risen incrementally because lading is, in effect, being 
removed from a location low down on the car, well below the overall C of O. Thus, the 
remaining C of G must be hi gher than before, by some incremental amount 

Conclusion re: Center of Gravity 

Thus, we can conclude that raising the end deck portions raises the loaded center of 
gravity of the car. We can also observe that, whatever else Dominguez may have taught, 
Dominguez did not encourage raising the center of gravity of the laden car; Quite the contrary. 
The same can be fairly said of Clark. 

<ii) Pavload Efgciencv/Volumetric Capacity 

If the end deck is raised, the best that can be achieved is for the pay load efficiency to stay 
the same. However, it may get worse. Consider three situations: 

(a) Suppose raising the end deck raises Cente r of Gravity oast the 98" limit 

If the end deck is raised far enough, the overall center of gravity for the laden car may 
exceed the 98** limit relative to Top of Rail. In that case, lading must be removed from the upper 
region of the car until the C of G is again below 98" But, if lading is removed, the payload 
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efficiency must decrease, contrary to Dominguez' desire and objective, andeontrary to the thrust 
of Clark, who wants to increase lading, not decrease it. 

(b) Sannose end deck raises the top of the load past the lading height limit 

If raising the end deck raises the lading height past the lading height limit, then, again, 
lading must be removed from the top of the load until it no longer exceeds the lading height 
limit As above, if lading is removed, the payload efficiency must decrease, contrary to 
Dominguez 1 stated desires and objectives. 

(c) Suppose raising end deck nc itherraises C of G Past 98" Limit nor raises lading 
past lading height limit 

In this case, the payload efficiency will remain as before. However, for a low density 
material that does not approach the GRL, or the C of G limit, raising the end deck portion will, 
necessarily, decrease the volumetric capacity of the lading envelope as measured between the 
level of the deck and the lading height limit 

Conclusion re: Pavload Efficiency/Volumetric Capacity 

The best that can be achieved is for the payload efficiency to stay the same as before, and 
even then, fee volumetric capacity of the car, as measured by the volume of the lading envelope 
lying between the deck and the lading height limit, will decrease. 

However calculated, raising the end deck will, for the same amount of lading, raise the C 
of G of the laden car. Further, raising the end deck portions may also decrease the payload 
efficiency or potential volumetric capacity of the car. If the Applicant is mistaken in this 
analysis, the applicant respectfully requests that the Examiner demonstrate the fault in this logic. 

Conclusion: Domingue z and Clark teach against raising the end portions of the deck 

It follows from the foregoing, that raising the end portions of the deck would appear to 
work against the goals and objectives of both Dominguez and Clark, at least to the extent that it 
raises the C of G, or decreases the lading efficiency or the volumetric capacity. 
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Summary of Applicant's Argument 

(a) Claim 1 recites a step height that is at least 30 inches. 

(b) To obtain a step height of 30 inches, it appears inescapable that Dominguez and 
Clark would have had to raise their end deck portions significantly. 

(c) All other variables remaining constant, raising the end deck portions appears to 
necessitate a rise in the height of the center of gravity, and a possible reduction in 
either the payload efficiency or the volumetric capacity of the car, or both. 

(d) Dominguez tells us he wants to lower the center of gravity, not to raise it There 
is nothing that suggests Clark thought that raising the center of gravity was 
desirable, either. 

(e) Both Dominguez and Clark want to increase lading capacity, not decrease it 

The applicant submits that the only reasonable conclusion that can be drawn is that both 
Dominguez and Clark teach away from the presently claimed invention. 

Teaching away is the antithesis of suggesting that the person of ordinary skill go in the 
claimed direction- See In re Dow Chemical 837 F.2d 469, 5 USPQ 1 529 (Fed Cir. 1988); In re 
Fine 837 F. 2d 1071, 5 USPQ 2d, 1596 (Fed Cir. 1988). 

"Pegign Choice" 

If Dominguez and Clark teach away from increasing the step height {because it increases 
the height of the center of gravity, and therefore degrades the 'track worthiness and ride 
stability" of die car), then, to the extent that they all raise the center of gravity of the car, the 
applicant submits that it is irrelevant whether it is alleged that a choice between 30", 33- 5 /*" or 
some other large value designated as the claimed step height is alleged to be a "design choice", 
because Dominguez teaches against all of them. Dominguez teaches not to raise the center of 
gravity of the car because that degrades track worthiness and ride stability. 

To put it another way, we never arrive at the point where a discussion of "design choice" 
is relevant: whether it would otherwise be a "design choice" or not, Dominguez teaches against 
doing it. It appears that much the same can be said of Clark. 
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Specific Features Not Shown. Described Or Suggested in References 

The Applicant has noted that nothing in either Clark or Dominguez. shows, describes or 
suggests that the end deck portions be carried at an abnormally great height; On the contrary, to 
the extent that such a feature might tend either to raise the center of gravity or reduce the 
volumetric capacity of the car, both references teach against it Therefore, the Applicant 
respectfully submits that neither Clark, nor Dominguez, nor both taken together, show, describe, 
or suggest any of the features of such claims as may include end deck heights of between 52 54 
and 54 54 inches above TOR, end deck heights in the range of 1 8 1/2 to 20 X A inches above the 
coupler centerine height, end deck heights in the range of 10 X A to 12 Vi inches above the draft 
pocket cap plate height, or the ratios of heights related to the raising of the end decks. The 
Applicant respectfully submits that no prima facie grounds for rejection have been established 
against any of these claims. The Applicant respectfully requests allowance of all such claims. 

13) Summary 

The Applicant's arguments with respect to the substantive art rejections under 35 USC 
102 and 35 USC 103 may be summarised as follows: 

(a) With regard to the rejections made tinder 35 USC 1 02 giveniClark, the Applicant 
respectfully submits that Clark does not provide a credible description, whether by text or 
illustration, of a 30 inch step height Clark does not, therefore, meet the test for anticipation 
under 35 USC 102. 

(b) With regard to the rejections made under 35 USC 103 whether given Clark alone, . 
or given Clark in light of Dominguez, the Applicant respectfully submits (i) that neither 
reference provides a credible disclosure, whether by text or illustration, of a 30 inch step height; 
and (ii) notwithstanding that Clark may make a vague mention of a 30 inch depression, it appears 
that a 30 inch, or greater, step height requires an abnormal raising of the end deck portions of the 
car, yielding an increase in the height of the center of gravity and a decrease in die volumetric 
capacity of the car, both results being contrary to the substantive teachings of both Dominguez 
and Clark, such that the references teach away from the grounds of rejection proposed in the 
office action. 
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(c) With regard to the suggestion that the selection of a step height is a matter of 
"mere design choice" the Applicant respectfully submits that (i) the issue of design choice does 
not arise where* as here, the references teach substantively against die proposed modification; 
and, in any case, (ii) the proposed modification that is said to be a mere "design choice** has 
substantial structural consequences that fell well outside the mere arbitrary adjustment of 
dimensions that might otherwise be dismissed as a "design choice". 

(d) With regard to claims having features related to end deckportions that have been 
raised abnormally, the Applicant respectfully submits that none of the objective evidence of 
record shows, describes, or suggests such features, and consequently grounds for rejection of 
those claims have not been established 

14) Conclusion 

In light of the claim amendments made, and the commentary presented, the Applicant 
respectfully requests reconsideration of the rejections and allowance of the claims. 

Applicant respectfully requests that a timely Notice of Allowance be issued in this 

case. 

Respectfully submitted, 
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